United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

i VI MI » i P.V1EYIS 



APPLICATION NO. 



I0/079.K7I 



FILING DATE 



10/00/2003 



FIRST NAMED INVENTOR 



Barbara Chabut 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



P26.257-B USA 



23307 7590 01/20/2010 

FOX ROTHSCHILD LLP 
997 Lenox Drive, Bldg. #3 
Lawrenceville, NJ 08648 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



1 RECORD OF ORAL HEARING 

2 

3 UNITED STATES PATENT AND TRADEMARK OFFICE 

4 

5 

6 BEFORE THE BOARD OF PATENT APPEALS 

7 AND INTERFERENCES 



1 0 Ex parte BARBARA CHABUT and WEN-FENG LIU 

11 

12 

13 Appeal No. 2009-007470 

14 Application No. 10/679,871 

15 Technology Center 1700 

16 

17 

18 Oral Hearing Held: November 19, 2009 

19 

20 

21 Before BRADLEY R. GARRIS, CHUNG K. PAK, and PETER F. KRATZ, 

22 Administrative Patent Judges. 
23 

24 

25 ON BEHALF OF THE APPELLANT: 

26 

27 JOSEPH F. POSILLICO, ESQUIRE 

28 Fox Rothschild, LLP 

29 997 Lenox Drive, Bldg. #3 

30 Lawrenceville, NJ 08648 
31 

32 
33 
34 
35 
36 
37 
38 



Appeal 2009-007470 
Application 10/679,871 

1 The above-entitled matter came on for hearing on Thursday, 

2 November 19, 2009, commencing at 10:14a.m., at the U.S. Patent and 

3 Trademark Office, 600 Dulany Street, Alexandria, Virginia, before 

4 Dawn A. Brown, Notary Public. 

5 THE USHER: Calendar Number 68, Mr. Posillico. 

6 JUDGE G ARRIS: Thank you, Lisa. 

7 THE USHER: You're welcome. 

8 JUDGE GARRIS: Good morning, sir. 

9 MR. POSILLICO: Good morning. 

10 JUDGE GARRIS: Sir, if you have a business card, would you please give one 

11 to our court reporter. 

12 MR. POSILLICO: I apologize. I don't believe I brought - 

13 JUDGE GARRIS: Maybe, then, you can just spell your name for her and 

14 make sure you get that correct. 

15 MR. POSILLICO: My last name is Posillico. P as in Peter, O-S-I-L-L-I-C-O. 

16 First name is Joseph. 

17 JUDGE GARRIS: Thank you, Mr. Posillico. 

18 MR. POSILLICO: Thank you. 

19 JUDGE GARRIS: Sir, as you know, you have about 20 minutes. Please 

20 begin. 

21 MR. POSILLICO: Great. Thank you. Good morning and I'd like to thank 

22 you for your time in considering my arguments today. I'll try to keep them 

23 brief as possible and not just to repeat what is in the Brief. 

24 I'd like to start out by talking about what is in the claims and emphasizing that 

25 the claims in this case, first of all, fall into two categories which have 

26 somewhat separate and independent basis for patentability. 
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1 But in all cases, the claims are directed to adhesive compositions having a 

2 relatively precise and specifically defined combination of elements. 

3 And the importance of the claim has to do with the interaction or the 

4 interrelationship, at least, of certain of those elements. And I think it is 

5 important to emphasize that. 

6 Two of the elements that I think are perhaps most important are with respect to 

7 Claim 1, which is directed to a curable adhesive composition for anchoring 

8 materials. Element A, which is a specific polymerizable vinyl ester specified 

9 in accordance with Formula 1, wherein that formula has a whole series of very 

10 specific requirements for the constituents on the molecule. 

1 1 Another important aspect of Element 1 is that the claim requires that that 

12 material be present in the composition in a specified amount, namely 

13 10 percent to 25 percent by weight of the composition. 

14 Element B of the composition is a reactive diluent, which means it performs a 

15 dual function. Number one, it is involved in the reaction, the curing reaction, 

16 that the composition undergoes and also acts in a manner of providing a 

17 solvent for the polymer. 

18 And there are two important aspects of that element. Number one, the reactive 

19 diluent is selected from a group of compounds, and those compounds are 

20 aliphatic, vinyl, diene and vinyl toluene. So that is the positive requirement of 

21 that element. 

22 This case also includes a negative requirement with respect to that element, 

23 and that is that the reactive diluent is substantially free of styrene. 

24 And while I want to emphasize that, I also want to emphasize that the element 

25 has a positive requirement as well. It is not just the negative. It is both. It 

26 requires a certain selection of diluents while at the same time excluding a 
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1 specific potential diluent. 

2 Now, what the Examiner's rejection has done in our view is to take a series of 

3 references that really don't suggest this combination and use the framework 

4 established by the application to put those references together and -- which 

5 essentially requires the use of hindsight and also fails to satisfy what we think 

6 are the requirements for a proper rejection, a prima facie proper rejection, 

7 which is that there has to be some, number one, motivation to make the 

8 changes that would be required here and we'll talk about that. 

9 And number two, a reasonable expectation that if you make those changes, 

10 you're going to have a reasonable expectation of success in a changed product. 

11 So the two primary references that the Examiner cites are the European patent 

12 and the Japanese patent. They do disclose Element A, or at least species 

1 3 within Element A including the amounts of Element A that we recite. 

14 However, both of those references require the use of styrene. 

15 JUDGE KRATZ: Those first two references also have Elements C and D as 

16 well, right? 

17 MR. POSILLICO: Yes, that is correct. In this case, Elements C and D are 

18 stated very generically in our application. They're there but you're right. 

19 Those elements are also present. 

20 So what the European reference and the Japanese reference have are those 

21 elements. What it lacks is, number one, a recitation or suggestion to use any 

22 one of the three reactive diluents that are affirmatively called out in Element 2 

23 of the claim. 

24 And it also has an affirmative teaching of the use of styrene, which, according 

25 to this invention, is something that cannot be present in order to be within the 

26 scope of the claim. 
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1 So that is Claim 1 and the claims from which depend from it. I'm just going to 

2 stop and mention Claims 13 through 15 have something else that is worth 

3 considering, and that is those claims require that the adhesive composition 

4 perform according to certain minimum standards in a bolt-anchoring 

5 environment, which are laid out in the Specification and in particular with 

6 respect to certain temperature conditions and speed-of-cure conditions that are 

7 associated with the tests that are specified in the claim. 

8 So in other words, this material will cure fast enough so that you have a pretty 

9 strong pullout force at a high temperature over a short period of time. There is 

10 really no suggestion in any of the art that those criteria can be achieved under 

1 1 those specific set of conditions. 

12 The Examiner ~ I'll just kind of mention ~ the Examiner in his Office Action 

13 and in the Answer implies that those properties would be inherent, but there is 

14 really no basis, we would submit, for making the assumption of inherency. 

15 There really are ~ number one, you would have to make the proper selection 

16 of different pieces from the art to come up with this, and then you would need 

17 to do it in a way so that you produced this result. 

18 And there is just no ~ there is no basis, certainly, that any one of those 

19 references, if followed, per se, would have this inherent property. 

20 JUDGE KRATZ: But if you did change or select a different reactive diluent, 

21 like the thinners of the secondary references that are within the scope of your 

22 claims as opposed to the ones the primary references have and use, that in the 

23 primary reference for the purpose the Examiner has suggested, safety, which 

24 was taught by, I think, Parish, and you teach the same purpose for that as 

25 well - I believe it is Page 2 of your Spec. 
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1 If that was the basis of that selection and you made that selection, put in those 

2 primary references, why wouldn't you reasonably expect to get those pullout 

3 forces that you had? 

4 MR. POSILLICO: Okay. I would say two things. If, in fact, all the direction 

5 was necessary to end up with a composition within the scope of our claims, I 

6 think you're right. And this gets to a point I wanted to emphasize. It is not just 

7 the selection of vinyl toluene, for example. 

8 First of all, that selection would have to be made from among several — in the 

9 Goto reference, from among several reactive diluents that are not within the 

10 scope of our claim. So you would have to take those and say I'm not going to 

1 1 use those. And I would say there is no guidance or suggestion as to why you 

12 would not use those and then just pick vinyl toluene. That is number one. 

13 Number two, you would need to then also decide I'm going to make sure there 

14 is no styrene in the reactive diluent. 

15 Number three, you would need to ensure that when you're making these 

16 changes you don't make any changes to the polymer that is in the primary 

17 references because the polymers that are in Goto are a very broad-ranging set 

18 of polymers. 

19 JUDGE KRATZ: Now, isn't Parish, though, the direction the Examiner - isn't 

20 that where he finds that direction to do that very selection? 

21 MR. POSILLICO: I would say no because - two things about Parish. 

22 Number one, Parish is not an anchor-adhesive composition. It is a coating 

23 composition. 

24 JUDGE KRATZ: But it tells you about the problems with that particular - 

25 you know, the styrene versus your choice, the safety issue. 
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1 MR. POSILLICO: It does identify that issue. But that -- again, you would 

2 need a reasonable expectation of success that if I — and with respect to Parish, 

3 Parish also does not disclose this epoxy resin. It discloses a different kind of 

4 epoxy resin. 

5 So while it might be reasonable to say that, you know, the use of a vinyl 

6 toluene in that kind of epoxy resin would produce a material that is acceptable 

7 as a coating composition, the problem we have with Parish is you have to take 

8 the teachings of Parish, which granted say there is some advantages to the 

9 styrene, but where is the reasonable expectation -- 

10 JUDGE KRATZ: Non-styrene. 

11 MR. POSILLICO: I mean to non-styrene. Where is the reasonable 

12 expectation that you could take one of his reactive diluents, use it with a 

1 3 different kind of epoxy and produce a different kind of result? 

14 In other words, in one case, the result you want is a coating composition. It 

15 doesn't necessarily have to be a strong adherer. And there is -- you know, the 

16 Examiner has not pointed to anything to say a person skilled in the art could do 

17 that with any kind of reasonable expectation of success. 

18 And that is the problem we have with Parish. You would, again, have to 

19 decide to follow part of Parish but not follow another part of Parish. In other 

20 words, Parish says use these acrylate esters that don't conform to our type of 

21 epoxy. And you have to kind of ignore that part of Parish and say, well, I can 

22 just use the non-styrene reactive diluent, and it would produce just as well as 

23 the styrene-based materials that the other three references also all tell me is the 

24 reactive diluent of choice. 
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1 So I would have to ignore the teachings of those other three references and 

2 only pick and choose out of Parish and kind of ignore that it is not really trying 

3 to achieve an anchor-adhesive composition. 

4 JUDGE KRATZ: Now, the primary references don't have exclusive lists of 

5 these thinners or, you know, reactive thinners that - but they do - so they do 

6 indicate that you could have a choice of among several reactive thinners 

7 non-exclusively, and, of course, they don't list the vinyl toluene or the ones 

8 that you claim now. 

9 And the question I have is, along the lines you're arguing, do we have any 

10 technical evidence that would suggest that a skilled artisan would not expect 

1 1 vinyl toluene to be acceptable for the particular materials that are used in the 

12 adhesive of the primary references? 

13 MR. POSILLICO: I think the main evidence we have of that is the emphasis 

14 in all three of these references that styrene is preferred. You know, those are ~ 

15 those three references are in the art that these claims are directed to, which is 

16 the anchor adhesive. They all say you can use other materials, but styrene is 

17 what you should use. 

18 And remember, these materials are involved in the reaction. And one of the 

19 key aspects of this reaction for these kinds of materials is to produce a strong 

20 adhesive. 

21 So while it is certainly possible — while I think I might acknowledge that it 

22 might be obvious to try any one of these other reactive diluents, I think the 

23 burden is on the Examiner in view of the overall teaching of the prior art that 

24 really directs you to styrene and doesn't really direct you to any of these others, 

25 to say I would have a reasonable expectation of forming a good anchor 

26 adhesive, one that even works. 
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1 Much less if you go to Claims 13, 14 and 15, one that has these kind of 

2 exceptional pullout performance properties, which we do have comparison in 

3 the Specification to a commercial product, I can't say frankly -- and even today 

4 I'm not even exactly sure what is in that commercial product. 

5 But again, there is evidence that the combination we have put together does 

6 produce exceptional performance in these particular high-temperature fast 

7 pullout features. 

8 JUDGE KRATZ: Now, at the top of Page 14 of your Spec, you identify a 

9 commercial product for the vinyl ester, one of your vinyl esters. And it is - 

10 apparently comes already formulated with the vinyl toluene as the diluent. 

1 1 And my question there would be, is that a suggestion that these are compatible 

12 with these types of vinyl esters? That that particular thinner is compatible with 

13 that reactive thinner? 

14 MR. POSILLICO: First of all, I don't -- the question that comes to mind for 

15 me that I don't know the answer to is I'm not sure if that material is, in fact, 

16 prior art to this invention. 

17 JUDGE KRATZ: Okay. 

18 MR. POSILLICO: Certainly, if it were prior art, that would be an issue. But 

19 that is an interesting question. 

20 JUDGE KRATZ: The Spec, says that it is a commercially-identified 

21 product - 

22 MR. POSILLICO: Yeah. 

23 JUDGE KRATZ: -from a - 

24 MR. POSILLICO: Again, 65 percent by weight solution of vinyl toluene. 

25 Again, I don't know as I stand here today if that - I would like to say it is not 
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1 prior art, the fact that this material was made, you know, after this invention 

2 was made. But I don't want to say that because I'm not for sure. 

3 JUDGE KRATZ: Right. Okay. 

4 MR. POSILLICO: Okay. But, I guess, if that is -- if there were a material like 

5 that, that was, in fact, prior art, then I think that is a valid question. I never 

6 considered that prior to today. At least I don't remember considering it. 

7 Maybe in 2003 when I prepared the case I did, but right as I stand here today, I 

8 don't. 

9 JUDGE KRATZ: All right. Thank you. 

10 MR. POSILLICO: Okay. The only -- and this will be my final point. The 

1 1 Examiner in his Answer says that he considers Parish to be a material that is 

12 equivalent to the primary references. 

13 Again, I would just like to point out that I think there is no basis for that. The 

14 Parish material, number one, is a different type of epoxy used for a different 

15 purpose. 

16 And so for the Examiner in his Answer to say that the materials were 

17 equivalent and, therefore, you would expect them to behave equivalently, I 

1 8 think there is no basis for that. 

19 And I think that is a big part of the problem here is there is a leap that the 

20 Examiner is taking and hasn't really established a scientific basis for making 

21 that leap and the only place I think you find it would be in our Specification. 

22 Thank you. If there is any other questions, I'd be happy to answer them. 

23 Otherwise, I'll let you move on with your work. 

24 JUDGE GARRIS: Thank you, sir. No further questions today. 

25 MR. POSILLICO: Great. Thank you so much. 

26 Whereupon, the proceedings at 10:31 a.m. were concluded. 



10 



